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DETAILED ACTION 
Specification 

1 . The lengthy specification has not been checl<ed to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: the step ((B): line 4). It is 
not known which step the limitation refers to. 

3. Claims 1 and 12 are objected to because of the following informalities: crashed (claim 1: 
line 12, claim 12: line 4). It appears the word should be "crushed". 

Appropriate correction is required. 

4. Claims 4 and 5 are method claims which depend from an apparatus claim. The examiner 
assumes that these claims were meant to depend from claim 1, and for purposes of 
examination has treated them as such. 

5. Claims 10 and 12 objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. 

Claim 1 0 depends from claims 6 and 1 . Claim 6 require the choice of (B). The limitations 
of 1 0 are previously presented in (B). 

Claim 12 depends from claim 1 . The limitations of claim 12 are previously recited in 
claim 1. 
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Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person sl<illed in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 2 and 3 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

8. Claim 2 recites the limitation of the soil improving material containing 98%, calcium 
carbonate by weight, 50-60% alkali content, and 90-100% particles by weight. Calcium 
carbonate is considered an alkali material; therefore it is unknown why two different 
percentages of these materials would be needed. Also, the claimed percentages of each 
material when combined add up to more than 100 percent. 

9. Claim 3 recites the limitation of the soil improving material containing 70%, calcium 
carbonate by weight, 60-65% alkali content, and 90-100% particles by weight. Calcium 
carbonate is considered an alkali material; therefore it is unknown why two different 
percentages of these materials would be needed. Also, the claimed percentages of each 
material add up to more than 100 percent. 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 1 . Claims 1 and 6-12 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 
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12. Claim 1 recites the limitation "said burning step" in lines 9, 14 and 15. There is 
insufficient antecedent basis for this limitation in the claim. 

13. Regarding claim 1, it appears the phrases "said burning step" and "said burning 
conditions" are used interchangeably. This makes it unclear if part (B) of the claim is contained 
within part (A), as part (A) recites "under burning conditions". 

14. Regarding claims 1,13 and 15, the phrase "and the like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by "or the 
like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

15. Claims 4, 7, 8 and 9 do not include every limitation of the claims from which they depend 
(35 U.S.C. 1 12, fourth paragraph). These dependent claims could be infringed upon without 
infringing on the basic claim. See MPEP § 608.01 (n). 



Claim Rejections - 35 USC § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

17. Claims 2, 3 and 13-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kosugi JP 6-207173 (applicant's disclosure). 

18. Regarding claims 2, 3 and 13-16 Kosugi discloses a soil improving material derived from 
scallops containing 98% by weight calcium carbonate, 60% alkali content, and particles with a 
diameter of 250 micrometers which represent 90-100% of the total weight (In that calcium 
carbonate is an alkali material and the shells which contain calcium carbonate are the only 
disclosed components in the soil improving material. )(Kosugi, 1|0009). These claims are 
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considered to be product-by-process claims. The examiner notes tliat it has been held that even 
though product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. Additionally, the patentability of a product does not 
depend on the method of production. If the product in the product-by-process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process. In are Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985) 
{See MPEP 2113}. 



Claim Rejections - 35 USC § 103 

19. Claims 1, 4, 5-9 and 12 rejected under 35 U.S.C. 103(a) as being unpatentable over 
KosugiJP 6-207173. 

20. Regarding claims 1, 4, 5, 7-9 and 12, Kosugi discloses a method for producing a soil 
improving material derived from marine resources which comprise calcium carbonate and 
organic matrices, wherein the soil improving material comprises calcium carbonate existing 
separately from organic matrix comprising the steps of burning a scallop shell, pulverizing the 
burnt material, wherein pulverizing comprised crushing the burnt material mechanically (16) and 
passing the resultant material through a wire sieve (Kosugi, T|0017: lines 5-6), and wherein the 
burning step comprises burning at 700°C-900°C (Kosugi, 1|0009). Not disclosed is the size of 
the mesh or the burning time. However, it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovenng the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. Different sized meshes are used in the art as 
filters separate wanted and unwanted particles based on size. The burning time would be 
selected depending on the amount of time required produce the desired results (i.e. ash, 
partially burnt material, etc). The burning time could also be selected depending on what 
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amount of time was necessary to kill organisms and bacteria on the shells, as to eliminate 
bacteria in the soil improving material. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify the method of Kosugi by using a mesh size of 60-80 
depending on the desired size of the particles, and to burn for a time of 5-20 or 25-45 minutes. 

21 . Regarding claim 6, Kosugi further discloses the burning step being carried out under 
burning conditions for ashing the organic matrix, and in a burning step, a burnt material which 
consists of undegraded calcium carbonate and ashed organic matrix (Kosugi, 110009). 

22. Claims 1, 4, 5 and 7-12 rejected under 35 U.S.C. 103(a) as being unpatentable over Hori 
JP 2001-240416 (applicant's disclosure). 

23. Regarding claims 1, 4, 5, 7-9 and 12, Hori discloses a method for producing a soil 
improving material derived from marine resources which comprise calcium carbonate and 
organic matrices, wherein the soil improving material comprises calcium carbonate existing 
separately from organic matrix comprising the steps of burning a scallop shell, pulverizing the 
burnt material, wherein pulverizing comprised crushing the burnt material mechanically (16) and 
passing the resultant material through a wire sieve, and wherein the burning step comprises 
burning at 600°C-1600°C for a certain amount of time (Hori, 1|0006). Not disclosed is the size of 
the mesh or a specific burning time. However, it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 105 USPQ 233. Different sized meshes are used 
in the art as filters separate wanted and unwanted particles based on size. The burning time 
would be selected depending on the amount of time required produce the desired results (i.e. 
ash, partially burnt material, etc). The burning time could also be selected depending on what 
amount of time was necessary to kill organisms and bacteria on the shells, as to eliminate 
bacteria in the soil improving material. It would have been obvious to one of ordinary skill in the 
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art at the time of the invention to modify the method of Hori by using a mesh size of 60-80 
depending on the desired size of the particles, and to burn for a time of 5-20 or 25-45 minutes. 

24. Regarding claim 10, Hori further discloses a furnace (Hori, 1|0006: line 4). Not disclosed 
is a source of fuel. However, it is very well known in the art that furnaces require a source a fuel 
(as evidenced by US 5,022,911, Natural Gas Radiant Heaters 

[http://web.archive.org/web/20021 0301 8521 6/http://www.heatershop.com/natural_gas_radiant_ 
heaters.html, 10/30/2002, retrieved from internet: 04/11/2008] and Natural Gas Furnaces 
[http://web.archive.Org/web/20020424132645/http://www.roanokegas.com/products/appliances/f 
urnaces.html, 04/24/2002, retrieved from internet: 04/11/2008]). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the method of Hori 
by using fuel as it is extremely well known in the art to use fuel to operate a furnace. 

25. Regarding claim 1 1 , Hori discloses a device with the limitations of claim 1 0 but does not 
disclose the fuel being natural gas or the furnace being a radiant heat furnace. However, the 
use of natural gas in radiant heat furnaces is extremely well known in extremely (as evidenced 
by US 5,022,911, Natural Gas Radiant Heaters 

[http://web.archive.org/web/20021 0301 8521 6/http://www.heatershop.com/natural_gas_radiant_ 
heaters.html, 10/30/2002, retrieved from internet: 04/11/2008] and Natural Gas Furnaces 
[http://web.archive.Org/web/20020424132645/http://www.roanokegas.com/products/appliances/f 
urnaces.html, 04/24/2002, retrieved from internet: 04/11/2008]). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify the furnace of Hori so that it 
was a radiant heat furnace in order to quickly and efficiently burn the shells and to use natural 
gas as an inexpensive reliable fuel source. 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from ttie examiner 
sliould be directed to Kristen C. Hayes wliose teleplione number is 571-270-3093. Tlie 
examiner can normally be reached on Monday-Thursday, 7:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Poon can be reached on (571)272-6891. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KCH Peter Poon 

1 1 April 2008 Examiner 



/Peter M. Poon/ 
Supervisory Patent Examiner, Art Unit 3643 



